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Enforcing the Enforcement Procedures of
the TRIPS Agreement
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INTRODUCTION

When the Symposium for which this Comment was prepared was
still in the planning stages, I suggested that intellectual property
scholars badly needed the views of leading trade experts on the
future implementation of the Agreement on Trade-Related
Aspects of Intellectual Property Rights (TRIPS Agreement).! 1
also pointed out that, among those experts, Professor Andreas
Lowenfeld had been taking particular pains to master the intrica-
cies of this Agreement, and that his direct experience with the
GATT’s pre-existing dispute-settlement machinery could provide a
unique basis for evaluating future developments within the new
framework of the World Trade Organization (WTO). It is, there-
fore, with particular pleasure that I commend the organizers for
acting on that suggestion in view of the major contribution that
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1. See Final Act Embodying the Results of the Uruguay Round of Multilateral Trade
Negotiations, Apr. 15, 1994, Legal Instruments—Results of the Uruguay Round vol. 1
(1994), 33 LLM. 1125 (1994) [hereinafter Final Act]; Agreement on Trade-Related
Aspects of Intellectual Property Rights, Apr. 15, 1994, Marrakesh Agreement Establishing
the World Trade Organization [hereinafter WTO Agreement], Annex 1C, Legal
Instruments—Results of the Uruguay Round vol. 31, 33 LL.M. 81 (1994) [hereinafter
TRIPS Agreement]. For U.S. congressional approval of the TRIPS and WTO
Agreements, see Uruguay Round Agreements Act, Pub, L. No. 103-465, §§ 101-103, 108
Stat. 4809 (1994) [hereinafter URAA].
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resulted from the collaboration between Professor Lowenfeld and
the distinguished Director of the Engelberg Center for Innovation
Law and Policy at the NYU School of Law, my friend and col-
league, Rochelle Cooper Dreyfuss.?

One has only to glance at the literature concerning the dispute
settlement provisions of the TRIPS Agreement? to appreciate the
extent to which Dreyfuss and Lowenfeld have advanced the level
of discourse in ways that are both fresh and illuminating. The early
commentators necessarily considered dispute settlement as an
abstract possibility pending finalization of the Uruguay Round of
Multilateral Trade Negotiations. In contrast, Dreyfuss and
Lowenfeld now take both the TRIPS Agreement and the WTO’s
dispute-settlement apparatus* as facts of life in a new universe of
international intellectual property discourse. They proceed to
teach us the basic principles—drawn from both international trade
law and international intellectual property law—that WTO dis-
pute-resolution panels must skillfully amalgamate in order to man-
age the hypothetical cases that our authors invite us to consider.>

One can summarize Dreyfuss and Lowenfeld’s core operating
principles in the following terms. First, the WTO dispute-settle-
ment panels must recognize that TRIPS standards are “minimum
standards,” even when these minima represent a relatively high

2. Rochelle Cooper Dreyfuss & Andreas F. Lowenfeld, Two Achievements of the
Uruguay Round: Putting TRIPS and Dispute Settlement Together, 37 Va. J. Int'l L. 275
(1997) [hereinafter Dreyfuss & Lowenfeld).

3. See TRIPS Agreement, supra note 1, arts. 63-64. For recent articles on this subject,
see Frederick M. Abbott, WTO Dispute Settlement and the Agreement on Trade-Related
Aspects of Intellectual Property Rights, in International Trade Law and the GATT/WTO
Dispute Settlement System 387-409 (Ernst-Ulrich Petersmann ed., forthcoming 1997);
Michael K. Young, Dispute Resolution in the Uruguay Round: Lawyers Triumph over
Diplomats, 29 Int’l Law. 389 (1995); Paul Edward Geller, Intellectual Property in the
Global Marketplace: Impact of TRIPS Dispute Settlement?, 29 Int’l Law. 99 (1995);
Judith H. Bello & Alan F. Holmer, GATT Dispute Settlement Agreement:
Internationalization or Elimination of Section 301?, 26 Int’l Law. 795 (1992); see also
Karen D. Lee & Silke von Lewinski, The Settlement of International Disputes in the Field
of Intellectual Property, in From GATT to TRIPS—The Agreement on Trade-Related
Aspects of Intellectual Property Rights 278, 278-328 (Friedrich-Karl Beier & Gerhard
Schricker eds., 1996) [hereinafter From GATT to TRIPS]; Robert E. Hudec, Dispute
Settlement, in Completing the Uruguay Round: A Results-Oriented Approach to the
GATT Trade Negotiations 164 (Jeffrey J. Schott ed., 1990).

4. See Understanding on Rules and Procedures Governing the Settlement of Disputes,
Apr. 15, 1994, WTO Agreement, supra note 1, Annex 2, 33 L.L.M. 1226 (1994).

5. See Dreyfuss & Lowenfeld, supra note 2, at 278-82. For the first WTO panel decision
under the TRIPS Agreement, see India—Patent Protection for Pharmaceutical and
Agricultural Products, WTO Doc. WI/DSS50/R (Sept. 5, 1997) [hereinafter U.S. v. India),
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level of intellectual property protection.® Different countries at
different stages of economic development must accordingly strike
their own balance between incentives to create and the benefits of
free competition, while respecting the normative guidelines estab-
lished by the TRIPS Agreement.”

Second, the delicate nature of this balancing exercise and the
risk of instability inherent in the transfer of significant adjudicatory
powers to instrumentalities of a new and untested international
organization mandate a cautious and conservative approach to
resolving intellectual property disputes. This, in turn, requires dis-
pute-settlement panels to show a high degree of respect for, or def-
erence to, good faith applications of local law to the facts and
issues in dispute.®

Third, and of primary importance, a panel’s initial willingness to
defer to local law may more readily yield to a more activist stance
when the harmful economic effects of the allegedly violatory (or,
eventually, even nonviolatory) acts of nullification and impairment
affect markets in third countries or the integrated global market as
a whole.® Finally, the panels should weigh even these adverse
effects against actual conditions in the accused country, with due
regard for instances of unforeseen economic hardship that may sur-
face during and after the transitional phase in both least-developed
and developing countries.’®

6. Dreyfuss & Lowenfeld, supra note 2, at 282-84, 312-13; see also Hanns Ullrich,
GATT: Industrial Property Protection, Fair Trade, and Development, in GATT or WIPO?
New Ways in the International Protection of Intellectual Property 127 (Friedrich-Karl
Beier & Gerhard Schricker eds., 1989) (criticizing maximalist objectives of developed
countries during TRIPS negotiations).

7. See Dreyfuss & Lowenfeld, supra note 2, at 301-04; see also TRIPS Agreement, supra
note 1, art. 7:

The protection and enforcement of intellectual property rights should contribute
to the promotion of technological innovation and to the transfer and
dissemination of technology, to the mutual advantage of producers and users of
technological knowledge and in a manner conducive to social and economic
welfare, and to a balance of rights and obligations.

8. Dreyfuss & Lowenfeld, supra note 2, at 291-97. But cf. Judith Bello, Some Practical
Observations About WTO Settlement of Intellectual Property Disputes, 37 Va. J. Int’l L.
357, 365 (1997) (favoring a stricter approach to implementation while counseling
deferment of possibly controversial disputes).

9. Dreyfuss & Lowenfeld, supra note 2, at 314-15.

10. Id. at 301-03. The TRIPS Agreement, like most other components of the WTO
Agreement, abandons the concept of preferential treatment for developing countries in
favor of a “package deal” of trade concessions coupled with a transitional period of five
years for developing countries and eleven years for least-developed countries. See TRIPS
Agreement, supra note 1, art. 1(3) (“Members shall accord the treatment provided for in
this Agreement to the nationals of other Members."), art. 65(2) (transition period for
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This general approach is eminently sound, and the authors’ treat-
ment of the likely interrelations between the dispute-settlement
panels, the newly established appellate review body, and the Coun-
cil for TRIPS strikes me as both revealing and prophetic. I shall
not, therefore, attempt to gild the lily by adding to their analysis of
dispute-resolution as such. Rather, I shall try to extend their basic
principles and insights to the bigger picture that emerges once the
enforcement procedures set out in articles 41-61 of the TRIPS
Agreement! are themselves factored into the prospectus for dis-
pute-settlement outlined above.

This new, integrated whole raises problems that were left
untouched by the Paris Convention for the Protection of Industrial
Property of 1883 and the Berne Convention for the Protection of
Literary and Artistic Works of 1886,*> on which the TRIPS Agree-
ment builds. Under these “Great Conventions,” as they are
known, state practice treated the adoption in domestic law of a
statute that more or less embodied an international minimum stan-
dard as sufficient to discharge a given state’s international respon-
sibility, even if the domestic law in question were laxly or loosely
enforced.’> What mattered was that member states strictly
observed national treatment in the application of such laws, and

developing countries), art. 66(1) (transition period for least-developed countries ); see also
Adrian Otten & Hannu Wager, Compliance with TRIPS: The Emerging World View, 29
Vand. J. Transnat’l L. 391, 407-09 (1996). However, both article 66 and the framework
WTO Agreement itself recognize the plight of least-developed countries and create at least
a legal possibility of further measures of preferential treatment in cases where particular
hardship may be demonstrated. See TRIPS Agreement, supra note 1, art. 66(1) (allowing
Council for TRIPS to accord extensions of the transitional period); WTO Agreement art.
XI1(2).

11. See TRIPS Agreement, supra note 1, arts. 41-61 (“Part III: Enforcement of
Intellectual Property Rights”); id. arts. 63-64 (“Part V: Dispute Prevention and
Settlement”).

12. See Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as last
revised at Stockholm, July 14, 1967, 21 U.S.T. 1583, 828 U.N.T.S. 305 [hereinafter Paris
Convention]; Berne Convention for the Protection of Literary and Artistic Works, Sept. 9,
1886, as last revised at Paris, July 24, 1971, (amended 1979), S. Treaty Doc. No. 27, 97th
Cong., 2d Sess. (1986), 828 U.N.T.S. 221 [hereinafter Berne Convention]; see also TRIPS
Agreement, supra note 1, arts. 1(3), 2, 9(1) (mandating compliance with most substantive
provisions of these Conventions). For the unstable line of demarcation between the Paris
and Berne Conventions and the problems it causes for post-industrial innovation,
notwithstanding the TRIPS Agreement, see J.H. Reichman, Charting the Collapse of the
Patent-Copyright Dichotomy: Premises for a Restructured International Intellectual
Property System, 13 Cardozo Arts & Ent. L.J. 475, 480-512 (1995).

13. See, e.g., J.H. Reichman, Universal Minimum Standards of Intellectual Property
Protection Under the TRIPS Component of the WTO Agreement, 29 Int’l Law. 345, 361-
62 (1995) [hereinafter Reichman, Universal Minimum Standards] (citing authorities); see
also Hans Peter Kunz-Hallstein, The United States Proposal for a GATT Agreement on
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not that the laws themselves, as implemented, fulfilled the spirit of
the Conventions.

Under the TRIPS Agreement, in contrast, adopting legislation
that complies with international minimum standards becomes only
the starting point.}4 States must further apply these laws in ways
that will stand up to external scrutiny, as Dreyfuss and Lowenfeld
explain,’ then they must adequately enforce them in compliance
with detailed criteria concerning procedural and administrative
matters, including remedies.’® Rights holders who cannot translate
substantive victories into effective remedial action at the local level
may eventually trigger the WTO’s dispute-settlement machinery if
their own states choose to question the good faith of the accused
state’s judicial and administrative organs.

Taken together, the enforcement and dispute-settlement provi-
sions of the TRIPS Agreement put teeth into the pre-existing intel-
lectual property conventions, which relegated the issue of effective
implementation of agreed minimum standards to a purely theoreti-
cal possibility of litigation before the International Court of Jus-
tice.’” In the long term, one may well hope that these provisions
will further the goal of adapting the international intellectual prop-
erty system to the challenges of an integrated world market.'®

In the short and medium terms, however, I believe that the risks
of failure from such confrontational approaches are also rather
high. Few things touch the delicate nerve of national sovereignty

Intellectual Property and the Paris Convention for the Protection of Industrial Property, 22
Vand. J. Transnat’l L. 265, 268, 278 (1989).

14. See TRIPS Agreement, supra note 1, art. 63(1) (requiring publication of relevant
laws, regulations, final judicial decisions, and administrative rulings), 63(2) (requiring
members to notify such laws and regulations to the Council for TRIPS so as to facilitate its
review of the operation of the TRIPS Agreement); see also Otten & Wager, supra note 10,
at 409-11 (stressing that one of “the standard GATT mechanisms for monitoring
compliance with agreements is the examination of each member’s national implementing
legislation by the other members”).

15. See Dreyfuss & Lowenfeld, supra note 2, at 324-26.

16. See TRIPS Agreement, supra note 1, arts. 41-61; see also Monique L. Cordray,
GATT v. WIPO, 76 J. Pat. [& Trademark] Off. Soc'y. 121, 135 (1994) (stating that
“[pJerhaps the most significant milestone in TRIPS is the enforcement provisions.™).

17. See, e.g., Paris Convention, supra note 12, art. 28; Berne Convention, supra note 12,
art. 33. No state ever took such action, nor did any invoke the doctrine of retaliation and
retorsion theoretically available under international law for violation of international
minimum standards of intellectual property protection.

18. See, e.g., Hanns Ullrich, Technology Protection According to TRIPS: Principles and
Problems, in From GATT to TRIPS, supra note 3, at 357, 399400 (stressing need to reduce
territorial distortions if incentives built into TRIPS Agreement are to have worldwide
impact on technological innovation).
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more than the autonomous capacity of states to administer their
domestic laws in conformity with their own legal philosophies.
States that have only recently achieved economic and political
independence will especially resent other, more powerful states sit-
ting in judgment of the way they exercise their sovereignty in this
respect.?

I. NATURE OF THE ENFORCEMENT PROCEDURES

To appreciate how great these risks are, we must imagine how
the U.S. Congress would react if other countries told the United
States when injunctions had to be made available, what the scope
of U.S. discovery and appellate review procedures should be, what
actions to criminalize, and how U.S. Customs agents should treat
cultural and manufactured goods at the point of entry to this coun-
try. Yet, that is precisely what the TRIPS Agreement does in con-
siderable detail.

Article 41 encapsulates the four cardinal principles of these
enforcement provisions: (1) specified procedures must be made
available under the domestic laws to “permit effective action”
against present and future acts of infringement;?° (2) pertinent judi-
cial and administrative procedures must be “fair and equitable”
and not “unnecessarily complicated,” or likely to cause “unwar-
ranted delays;”?! (3) courts and administrators must base decisions
on evidence available to all the parties, and should normally
deliver written, reasoned opinions;?? and (4) there must be some
form of appellate review for decisions handed down by administra-
tive or judicial agencies of first instance.”® However, safeguards
established in article 41(5) attenuate the aforementioned obliga-
tions.>* These safeguards immunize member states from any fur-

19. Cf. Customs Regime Between Germany and Austria, 1931 P.C.1J. (ser. A/B) No. 41
(contrasting view of sovereignty as sole power of decision making with view of sovereignty
as residual degree of autonomy within more rule-oriented international system); W. L.
Hayhurst, When Sovereignties May Collide—Sovereignties and the Regulation of Business
in Relation to Intellectual Property: A Canadian Perspective, 20 Can.-U.S. L.J. 195, 216-19
(1994); William B. Alford, How Theory Does—And Does Not—Matter: American
Approaches to Intellectual Property Law in East Asia, 13 UCLA Pac. Basin L.J. 8 (1994).

20. See TRIPS Agreement, supra note 1, art. 41(1). However, “[t]hese procedures shall
be applied in such a manner as to avoid the creation of barriers to legitimate trade and to
provide for safeguards against their abuse.” Id.

21. Id. art. 41(2).

22. 1d. art. 41(3).

23. 1d. art. 41(4).

24. See TRIPS Agreement, supra note 1, art. 41(5) (exempting member states from any
obligation either “to put in place a judicial system for the enforcement of intellectual
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ther duty to provide foreign rights holders with a higher quality
legal product than that which the domestic courts and administra-
tive agencies would normally mete out to local protagonists in simi-
lar circumstances.?

Within this general framework, articles 42-49 spell out the “civil
and administrative procedures and remedies™? that would fulfill
the obligations of article 41. For example, these provisions develop
the concept of fair and equitable procedures, including procedures
for the discovery of evidence that are a characteristic feature of
U.S. law.?? They also require states to make injunctions available
to aggrieved rights holders, at least in principle, although there are
exceptions for patent infringement cases and for innocent infring-
ers of other intellectual property rights.2® Article 50 addresses the
need for preliminary injunctions to prevent future infringements
and to preserve relevant evidence.?’

property rights distinct from that for the enforcement of law in general” or to redistribute
their resources “as between enforcement of intellectual property rights and the
enforcement of law in general™).

25. For the importance of this provision to the developing countries, see, e.g., Jasna
Arsié, Combatting Trade in Counterfeit Goods—The GATT and the EC Approaches,
World Competition: L. & Econ. Rev,, Mar. 1995, at 75, 81 (“a trade-off for their
acceptance of generalized substantive standards of protection”); Gail E. Evans, Intellectual
Property as a Trade Issue—The Making of the Agreement on Trade-Related Aspects of
Intellectual Property Rights, World Competition: L. & Econ. Rev., Dec. 1994, at 137, 170
(noting view of India that “developing countries should not be expected to finance . . .
mechanisms for enforcement™).

26. See TRIPS Agreement, supra note 1, title to pt. III, § 2, covering arts. 42-49.

27. See id. art. 43(1). These provisions expressly allow for default judgments in proper
circumstances. Id. art. 43(2).

28. Id. art. 44. Regarding remedies in general, the TRIPS provisions require that states
empower local judicial authorities to order compensatory damages, expenses, and
attorneys’ fees and, in “appropriate cases,” lost profits or liquidated damages. Id. art. 45.
Courts must likewise have authority to impound or destroy infringing goods or equipment
likely to contribute to the production of infringing goods, and they must not normally
release counterfeit trademarked goods into the stream of commerce even after removal of
the offending marks. See id. art. 46 (disallowing compensation for such acts). However,
the local authorities may require claimants to indemnify parties who are wrongly or
abusively subjected to any of the procedures mentioned above. Id. art. 48.

29. TRIPS Agreement, supra note 1, art. 50(1). This article obliges states to allow local
judiciaries to order “provisional measures” even without a prior hearing of the alleged
infringers, but there is no firm obligation to exercise this power in practice. Moreover,
judicial application of the “irreparable harm” test frequently results in the denial of
preliminary injunctions even in developed countries, which further weakens the thrust of
these provisions. See id. art. 50(2); Thomas Dreier, TRIPS and the Enforcement of
Intellectual Property Rights, in From GATT to TRIPS, supra note 3, at 248, 263-64, 272-73
(noting reluctance of French courts to issue preliminary injunctions); see also 2 Jay Dratler,
Jr., Intellectual Property Law: Commercial, Creative, and Industrial Property, § 13.01{1]
(1996) (discussing traditional four-part test for preliminary injunctions under U.S. law and
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